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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1,
3, 4, 7, 8, 12-16, 18 and 19. Cdaim1l is illustrative:

1. A method for correcting anbient tenperature effect in
bi osensors conprising the steps of:

measuring an anbi ent tenperature val ue;
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applying a sanple to the biosensors and neasuring a current
generated in the test sanple;

cal cul ating an anal yte concentration value utilizing said
measured anbi ent tenperature value to thereby increase the
accuracy of the analyte determ nation; and

said step of calculating said anal yte concentration val ue

i ncludes the step of converting said nmeasured current to an
observed anal yte concentration value and cal culating a
corrected anal yte concentration value utilizing the equation:

G = G - (T,2- 243 * 12 - (T, - 24) * 11

(T,2 - 249 * S2 + (T, - 24) * S1 +1
where G is said observed anal yte concentration value, T, is
sai d neasured anbient tenperature value and 11, 12, S1, and S2
are set values and are experinmentally determ ned coefficients.
The exam ner relies upon the follow ng reference as
evi dence of obvi ousness:
Bessman et al. (Bessnan) 4,431, 004 Feb. 14, 1984
Appel l ants' clainmed invention is directed to a nmethod and
apparatus for correcting the anbient tenperature effect in
bi osensors which are used to cal cul ate an anal yte, such as
gl ucose, in a sanple. The anal yte concentration value is
calculated by utilizing the recited polynom al equati on.
According to appellants, use of the clainmed equation increases
t he accuracy of the anal yte determ nation.
Appeal ed clainms 1, 3, 4, 7, 8, 12-16, 18 and 19 stand

rejected under 35 U S.C. § 103 as bei ng unpat ent abl e over

Bessman.
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We have thoroughly reviewed the respective positions

advanced by appellants and the examner. 1In so doing, we find



Appeal No. 1999-2430
Appl i cati on No. 08/854, 440

ourselves in agreenent with the position espoused by
appellants in their Brief. Accordingly, we will not sustain
the exam ner's rejection.

While there is no dispute that Bessnman di scl oses a net hod
for correcting the anbient tenperature effect in biosensors,
t he exam ner appreciates that Bessman does not teach use of
the clained equation. 1In particular, the exam ner recogni zes
that "[t]he nethod and apparatus of Bessman et al[.] differs
[sic, differ] fromthe presently clainmed invention in that it
fails to specify a polynom al, and particularly the presently
clai med polynomal, for correcting the nmeasurenent responsive
to tenperature neasured by the therm stor” (page 4 of Answer).
The exam ner points out, however, that Bessman di scl oses that
mat hemat i cal techni ques are available enpirically or
theoretically to generate correction functions, and that
"[t]he actual function used to correct for oxygen
concentration enployed may be selected for sinplicity,
accuracy or convenience" (colum 4, lines 27-29). Based on
this referenced disclosure, the exam ner concludes the

fol | ow ng:
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It woul d have been obvious to one of ordinary

skill in the art to generate alternative

enpirical correlations for tenperature

correction, as per the teaching of Bessman et

al., in order to provide the desired

conplexity according to afford the

correspondi ng | evel of accuracy. The

enpirical fit of correlation data to

either logarithmc or polynom al equations

was routine and woul d have been obvious to

one of ordinary skill for the above[-]noted

t enmperature correction
The exam ner goes on to explain at page 5 of the Answer that
"the only difference between the nmethod and apparatus of
Bessman et al[.] as conpared with the instant clains is the
particul ar mat hematical expression which is utilized to
describe the correction data."

At the outset, we note that the exam ner states that "the
instant clains as a whole are not directed to non-statutory
subject matter" (page 4 of Answer, |ast sentence).

Accordi ngly, although the exam ner seens to raise the specter
of a patentability issue under 35 U . S.C. § 101, the exam ner
has refrained frominposing such a rejection. In any event,

we refer the examner to State Street Bank and Trust Co. V.

Signature Financial Goup Inc., 149 F.3d 1368, 1373-74, 47

UsPd 1596, 1600-01 (Fed. CGir. 1998), for the Court's
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reasoni ng regarding the patentability of a nathemati cal

al gorithmwhen it constitutes a practical application and

produces a useful, concrete and tangible result.
Regarding the examner's § 103 rejection, we are not

per suaded that the exam ner has established the requisite

factual foundation for supporting the obviousness of the

clainmed invention within the meaning of 8 103. 1n re Warner,

379 F.2d 1011, 1017, 154 USPQ 173, 177-78 (CCPA 1967). \Wile
t he exam ner reasons that it would have been obvious for one
of ordinary skill in the art to generate alternative enpirica
correlations for the one disclosed by Bessman, the exam ner
has not established on this record that pol ynom al equations,
in general, are routine in the art of designing tenperature
corrections in nmeasuring instrunments, let alone in the
particular art involving the inventions of Bessman and
appellants. In the absence of such a factual finding by the
exam ner, we nust agree wth appellants that the exam ner has
only posited why it woul d have been obvious for one of
ordinary skill in the art to try to find a pol ynom a

expression for use in the systemof Bessman. Manifestly, such
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an approach is not the proper standard for denonstrating

obvi ousness.
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I n concl usi on, based on the foregoing, the exam ner's
decision rejecting the appealed clains is reversed.

REVERSED

EDWARD C. KI M.I'N
Adm ni strative Patent Judge

CHARLES F. WARREN
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

TERRY J. OWENS
Adm ni strative Patent Judge
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